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DETAILED ACTION 

This supplemental action has been sent out because, upon further review, an additional 
double patenting rejection was deemed appropriate and was added to the rejection. 

Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claim 8 is provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 10 of copending application 1 1/286,036. This is a double 
patenting rejection. However, independent claim 8 recites the phrase "pulling individual 
shingled sheets. ..at a second velocity", however this limitation is clearly inherent in 
claim 10 of 1 1/286,036. It is inherent that a second velocity must present, in the instant 
application, to form the gaps. Also, the second velocity can be the same as the first 
velocity since the claim does not include any limitations preventing this interpretation. 
The split/cut portions are 3 dimensional and inherently have a width and a length. This 
is a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
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and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1 -2 are rejected on the grounds of provisional nonstatutory obviousness- 
type double patenting as being unpatentable over claim 5 (5 is the combination of 
claims 1 and 4) of patent 7,021 ,184. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because it is clear that all elements of 
claims 1-2 of the instant invention 10/803,636 are found in claim 5 of patent 7,021,184. 
The differences between claims 1-2 of 10/803,636 and claim 5 of patent 7,021 ,184 lies 
in the fact that the claims patent 7,021 ,184 include many more features and is thus 
much more specific (for example, one or more sensors). Thus claims 1-2 of 10/803,636 
is in effect a "species" of the "generic" invention of claim 5 of patent 7,021 ,184. It has 
been held that the generic invention is "anticipated" by the "species". See In re 
Goodman, 29 USPQ2d 2010 (Fed. Cir. 1993). Since claims 1-2, of 10/803,636, are 
anticipated by claim 5, of patent 7,021 ,184, it is not patentably distinct from claim 5. 
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Claims 1 and 2, of the instant application, disclose limitations where the velocities 
are functions of the characteristics of the hardware and of the size of the work piece. 
Claims of patent 7,021,184 fail to disclose these "functions", however, Column 7 lines 
14-16 discloses "the velocities are functions of the characteristics of the hardware and 
of the size of the work piece" and, therefore it would have been obvious to one of 
ordinary skill in the art that the velocities claimed were of the same functions in the 
instant application. 

5. Claims 8-1 0 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 10 and 12-14 of 
copending Application No. 11/286,036. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because 1 1/286,036 substantially claims the invention as claimed 
including the method of generating sheets, however, the claims are silent with respect 
to the velocities being functions of the characteristics of the hardware and of the size of 
the work piece. Page 4 paragraph [0049] (using 2006/0075860 as reference) of 
1 1/286,036 discloses the velocities being functions of the characteristics of the 
hardware and of the size of the work piece. Therefore, it would have been obvious to 
one of ordinary skill in the art, at the time of the invention, to have made the velocities 
as functions of the characteristics of the hardware and of the size of the work piece. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Drawings 

6. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "right angle turn 
transport of the right angle turn mechanism", of claim 1 , and the "controller", of claim 3 
must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

7. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
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description: on page 9 line 10, item "100". Corrected drawing sheets in compliance with 
37 CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

8. The drawings are objected to because in Figure 2, item "22" does not have a 
reference line and therefore is not pointing at the item it represents. Corrected drawing 
sheets in compliance with 37 CFR 1 .121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). If 
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the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Specification 

9. The disclosure is objected to because of the following informalities: Page 1 lines 
4-6 should be replaced with "This application is a continuation-in-part of U.S. Patent 
7,021 ,184 B2, titled System and Method for Providing Sheets to an Inserter System 
Using a Rotary Cutter, published April 04, 2006.". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 1 . Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

12. With regards to claim 1 lines 11-12, the phrase "the right angle turn mechanism 
transporting individual sheets with a right angle turn transport having a first velocity" is 
not clear. The "right angle turn mechanism" is clearly labeled as item 30 and is made 
up of turn bars 32 and 33 only. Page 11 lines 19-21, of the specification, states 
"Collectively, the transport mechanisms may be referred to herein as the "right angle 
turn transport," and include rollers 23, 24, 36, and turn bars 32 and 33". As written, the 
right angle turn transport is part of the right angle turn mechanism and this is not true. 
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The right angle turn mechanism cannot use structure that is not associated with it. Turn 
bars 32 and 33 make up the right angle turn mechanism and, in light of page 1 1 lines 
19-21 , turn bars 32 and 33 only make up a portion of the right angle turn transport. 
Clearly the right angle turn mechanism is a part of the right angle turn transport. Also, 
there is no support for the right angle turn mechanism being able to perform the function 
of transporting. The bars 32 and 33 do not have a velocity so they cannot transport the 
work piece only divert its path. 

In regards to claim 3, the phrase "controller coupled to one or more sensors" is 
unclear. It is uncertain what structure the controller incorporates and what structure 
allows the controller and the sensors to be coupled. 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 1, 2, 4, 5, 6-9, 1 1, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ifkovits et al. (6,443,447) in view of Moser et al. (5,439,208). 

In regards to claim 1 , Ifkovits et al. disclose the invention including a web feeder 
providing a web (Fig. 1 ), the web feeder feeds the web a first direction (1 02), a web 
slitting device (14) splitting the web along the first direction into at least two portions (44 
and 42), a transverse web cutter cutting the portions of slit web transverse to the first 
direction while the web is transported through the rotary web cutter to form side-by-side 
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individual sheets (44 and 42), a right angle turn mechanism downstream of the web 
cutter whereby the individual sheets are rearranged to be one on top of the other in a 
shingled arrangement (50 and Fig. 3e), the right angle turn mechanism transporting 
individual sheets with a right angle turn transport having a first velocity (120), and the 
first velocity capable of being a function of the cutting rate multiplied by the width of the 
individual sheets (120). 

In regards to claim 4, Ifkovits et al. disclose the right angle turn mechanism 
comprises parallel forty five degree turning bars further comprising a first turning bar 
forming an inner paper path having a first turning path length (52) and a second turning 
bar forming an outer paper path having second turning path length (54), and the second 
turning path length being longer than the first turning path length (Fig. 2). 

In regards to claim 5, Ifkovits et al. disclose the first and second turning bars are 
spaced apart as a function of a sheet length of the sheets such that the shingling 
arrangement comprises the sheets transported on the inner paper path being positioned 
at the bottom of the shingling arrangement and sheets transported on the outer paper 
path being positioned on the top of the shingling arrangement (Fig. 3d). 

In regards to claims 6 and 7, Ifkovits et al. disclose the right angle turn transport 
is capable of controlling to decelerate to a stop and hold sheets upon an occurrence of 
a downstream stopping condition (Fig. 2) and the web cutter is a rotary cutter (16) 

However, with regards to claims 1 and 2, Ifkovits et al. fail to disclose a high 
speed separation transport downstream of the right angle turn transport and pulling 
individual shingled sheets out from the shingled arrangement and whereby sheets are 
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thereafter transported serially and separated by predetermined gaps and the high speed 
separation transport has a velocity that is the function of the cutting rate multiplied by a 
sum of the length of the individual sheets and the gap. 

Moser et al. teaches a high speed separation transport downstream of the right 
angle turn (22) and pulling individual shingled sheets out from the shingled arrangement 
and whereby sheets are thereafter transported serially and separated by predetermined 
gaps and the high speed separation transport has a velocity capable of being the 
function of the cutting rate multiplied by a sum of the length of the individual sheets and 
the gap (Column 5 lines 39-50). Therefore, it would have been obvious to one of 
ordinary skill in the art, at the time of the invention, to have provided Ifkovits et al. with a 
high speed separation transport, as taught by Moser et al., to separate the sheets for 
further processing. 

The method of claims 8, 9, 1 1 , and 12 can be incorporated into the rejection 

above. 

It is to be noted that claim 3 has not been rejected over prior art. It may or may 
not be readable over the prior art but cannot be determined at this time in view of the 
issues under 35 USC § 1 12. 

Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Irvine et al., Coons, Jr. et al., Auerbach et al. ('240), Auerbach et 
al. (T72), Lackner et al., Stevens et al., Cote et al., Middleberg et al., Paterson et al., 
Gunther, and Yates et al. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Prone whose telephone number is (571) 272- 
4513. The examiner can normally be reached on 7:00-4:30, Mon - (every other) Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer D. Ashley can be reached on (571) 272-4502. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

November 02, 2006 
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Art Unit 3724 
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